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DETAILED ACTION 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 



2. Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005), Annex IV, 
reads as follows: 

Claims that recite nothing but the physical characteristics of a form of energy, such as a frequency, 
voltage, or the strength of a magnetic field, define energy or magnetism, per se, and as such are 
nonstatutory natural phenomena. O'Reilly, 56 U.S. (15 How.) at 1 12-14. Moreover, it does not appear 
that a claim reciting a signal encoded with functional descriptive material falls within any of the 
categories of patentable subject matter set forth in Sec. 101 . 

... a signal does not fall within one of the four statutory classes of Sec. 101. 

... signal claims are ineligible for patent protection because they do not fall within any of the four 
statutory classes of Sec. 101 . 



Claim(s) [29 - 31] is/are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter as follows. Claim(s) [29 - 31] define a 



[computer readable recording medium] with descriptive material 

While "functional descriptive material" may be claimed as a statutory product (i.e., a 
"manufacture") when embodied on a tangible computer readable medium, a [signal, 



Carrier wave, etc.] embodying that same functional descriptive material is neither 
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a process nor a product (i.e., a tangible "thing") and therefore does not fall within one of 
the four statutory classes of § 101 . Rather, "signal" is a form of energy, in the absence 
of any physical structure or tangible material (as discussed in the instant application 
specification paragraph 0101, the medium could be a "carrier wave"). 

Claims 8-13 and 21 - 28 are rejected under 35 USC 101 because the claimed 
invention is directed to non-statutory subject matter as explained in the rejection of 
claims 29 - 31 . Furthermore claims 8-13 and 21-28 are directed to functional 
descriptive material which are not embedded in a computer readable medium and 
therefore are non-statutory (MPEP 2106.01.1). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1 - 7, 29 - 32 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Nonomura et al (US 2003/0108338 A1 ). 

As to claim 1 , Nonomura discloses a decoding apparatus for providing a 
browsable slide show (see [154] and [155]), the decoding apparatus comprising: 
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a mainstream decoder (fig. 23, 88), to decode mainstream packet data (see [95] 
and [251]); 

a sub-audio decoder (fig. 23,103, 104), to decode sub-audio packet data (see 
[255], [256]); 

a mainstream system time clock counter, to provide a system time clock 
sequence which controls the decoding time of the mainstream packet data by the 
mainstream decoder (see [224]); and 

a sub-audio system time clock counter, to provide a system time clock sequence 
which controls the decoding time of the sub-audio packet data by the sub-audio decoder 
(see [225] and [226]). 

As to claim 29, Nonomura discloses a computer-readable recording medium, on 
which a program enabling a decoding method is recorded (see [15] and [247]), the 
decoding method comprising: 

generating a system time clock sequence for mainstream packet data, to control 
the decoding time of the mainstream packet data (see [224]); 

decoding the mainstream packet data according to the system time clock 
sequence for the mainstream packet data (see [224]) ; 

generating a system time clock sequence for sub-audio packet data, to control 
the decoding time of the sub-audio packet data (see [225]); and 

decoding the sub-audio packet data according to the system time clock 
sequence for the sub-audio packet data (see [225] and [226]). 
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As to claim 32, Nonomura discloses a decoding apparatus for providing a 
browsable slide show (see [154] and [155]), the decoding apparatus comprising: 

a video decoder (fig. 23, 87) to decode video data provided to the apparatus (see 
[258]); and 

an audio decoder (fig. 23,100) to decode audio data provided to the apparatus 
(see [260]), 

wherein the audio data is decoded independently of the video data to seamlessly 
reproduce the audio data during the browsable slide show when a forward play or a 
reverse play (see [242]) of the video data is selected (see [226]. Paragraph 228 
discloses that audio is outputted based on the PTS accompanying the audio itself and 
not by any other PTS). 

As to claim 2, Nonomura discloses the decoding apparatus of claim 1 , wherein 
the mainstream packet data comprises image data to be reproduced in a browsable 
slide show (see [94], [95], [1 54] and [1 55]). 

As to claim 3, Nonomura discloses the decoding apparatus of claim 2, wherein 
the sub-audio packet data comprises audio data attached to the image data (see [225]). 

As to claim 4, Nonomura discloses the decoding apparatus of claim 3, further 
comprising: 

a mainstream buffer (94, 96) to store the image data (see [253] and [254]); and 
a sub-audio buffer (99) to store the audio data (see [256]), wherein the apparatus 

can seamlessly reproduce the audio data when a forward or reverse play (see [242]) is 

selected during the browsable slide show (see [154] and [155]). 
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As to claim 5, Nonomura discloses the decoding apparatus of claim 2, wherein 
the mainstream system time clock counter provides a system time clock sequence to 
the mainstream decoder for each image included in the mainstream packet data (see 
[224]). 

As to claim 6, Nonomura discloses the decoding apparatus of claim 1 , wherein 
an output of the mainstream system time clock counter is initialized (reset) based on a 
predetermined reference value specified in the mainstream packet data (see [224]). 

As to claim 7, Nonomura discloses the decoding apparatus of claim 1 , wherein 
an output of the mainstream system time clock counter is independent of an output of 
the sub-audio system time clock counter (see [220] and [222] - [228])). 

As to claim 30, grounds for rejecting claim 2 apply to claim 30 in its entirety. 

As to claim 31 grounds for rejecting claim 3 apply to claim 31 in its entirety. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 8- 13, 21 and 21 -27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nonomura in view of Hamada et al (US 2002/0135608 A1 ). 

As to claim 21 , this claim differs from claim 29 only in that the limitation "the data 
storage medium comprising: a plurality of clips, including image data; a play list, 
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including information on reproduction of each of the plurality of clips; and clip 
information, including information specifying a structure of each of the plurality of clips 
and information on a system time clock sequence of each image data" is additionally 
recited. 

Hamada discloses the data storage medium comprising: 

a plurality of clips, including image data (see [82] , [88] and [100] - [101]); 

a play list, including information on reproduction of each of the plurality of clips 
(see [82] and [85]); and 

clip information, including information specifying a structure of each of the 
plurality of clips and information on a system time clock sequence of each image data 
(see [101] and [114]). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have added the plurality of clips, play list and clip information 
taught by Hamada to the apparatus of Nonomura to enable data for reproduction to be 
selected easily by adding a thumbnail representative of the data to the data to be 
reproduced (see [008]). 

As to claim 25, grounds for rejecting claim 21 apply to claim 25 in its entirety. 

As to claim 8, grounds for rejecting claim 21 apply to claim 8 in its entirety. 

As to claim 9, Hamada discloses the data storage medium of claim 8, wherein 
the play list comprises a plurality of play items (see fig 2 and [100]), the plurality of play 
items having a sequence that corresponds to an order for reproducing the plurality of 
play items (see [99] and [100]). 
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As to claim 10, Hamada discloses the data storage medium of claim 9, wherein 
each of the plurality of play items comprises at least one of: 

a file name of clip information, which contains information on a structure of the 
plurality of clips (see [114]); 

a system time clock reference which contains information that specifies the 
system time clock sequence of the plurality of clips (see [122]); 

an in time which indicates a predetermined time between a presentation start 
time and a presentation end time of the system time clock sequence at which the image 
data of the corresponding clip is to be reproduced (see [121] and [122]); and 

an out time which indicates a predetermined time at which the reproduction of the 
image data of the corresponding clip is to end (see [121] and [1 22]). 

As to claim 11, Hamada discloses the data storage medium of claim 10, wherein 
the out time is set to the same value as the presentation end time (see [122]). 

As to claim 12, Hamada discloses the data storage medium of claim 1 1 , wherein 
the in time and the out time are used with motion picture image data (see [99], [100] and 
[122]). 

As to claim 13, Hamada discloses the data storage medium of claim 21 , wherein 
the clip information comprises: 

sequence information which includes a number of system time clock sequences 
in a predetermined clip (see [114]), 

a position to indicate a location of each of the system time clock sequences in 
the predetermined clip (see [114]), 
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a presentation start time of each of the system time clock sequences in the 
predetermined clip (see [122]), and 

a presentation end time of each of the system time clock sequences in the 
predetermined clip (see [122]); and 

characteristic point information (CPI) which includes an EP map, which includes 
information on a number of entry points of the predetermined clip (see [114]) , 

the position of a system time clock sequence corresponding to each of the 
system time clock sequences in the predetermined clip (see [114] and [122]), and 

a presentation start time of each of the system time clock sequences in the 
predetermined clip (see [1 14] and [121] - [122]). 

As to claim 26, Hamada discloses the data storage medium of claim 25, wherein 
information on the system time clock sequence of each image comprises pieces of 
information on a location of each image in each of the plurality of clips and reproduction 
starting time and reproduction ending time of each image (see [121] and [122]). 

As to claim 27, Hamada discloses the data storage medium of claim 25, wherein 
the play list comprises a plurality of play items (see fig. 2 and [100]), and each of the 
plurality of play items includes pieces of information on actual reproduction start time 
and actual reproduction ending time of each image (see [121] and [122]). 

As to claim 22, grounds for rejecting claim 1 1 apply to claim 22 in its entirety. 

As to claim 23, grounds for rejecting claim 12 apply to claim 23 in its entirety. 

As to claim 24, grounds for rejecting claim 13 apply to claim 24 in its entirety. 
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7. Claim 28 is rejected under 35 U.SC 103(a) as being unpatentable over 
Nonomura in view of Hamada as applied to claims 21 and 25 above, and further in view 
of Sawabe et al (US 2002/0176695 A1). 

As to claim 28, Nonomura in view of Hamada discloses the data storage medium 
of claim 26 but does not discloses wherein the reproduction ending time of each image 
is set to infinity. 

Sawabe discloses wherein the reproduction ending time of each image is set to 
infinity (see [13] and [14]). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to make the reproduction ending time of each image set to infinity 
as taught by Sawabe to the apparatus of Nonomura in view of Hamada to allow the still 
picture reproduction according to the author's intention for the record information to 
thereby carry out the variegated reproduction (see [008]). 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US 2003/0152371 A1 discloses browsable slide shows on a DVD player. 

Inquiries 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Oluwaseun A. Adegeye whose telephone number is 
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571 -270-1 71 1 . The examiner can normally be reached on Monday - Friday 7:30-5:00 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thai Tran can be reached on 571-272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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